APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



Harold E. Helson 103544.131US2 



WILMERHALE/BOSTON I 

60 STATE STREET Jones, hugh m 
BOSTON, MA 02109 i 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
09/02/2009 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

michael.mathewson@wilmerhale.com 
teresa.carvalho@wilmerhale.com 
sharon.matthews @ wilmerhale.com 



PTOL-90A (Rev. 04/07) 





Application No. 

09/502,133 


Applicant(s) 

HELSON, HAROLD E. 


Examiner 

Hugh Jones 


Art Unit 

2128 
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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 24 July 2009 . 
2a )^ This action is FINAL. 2b)\Zl This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1,9 and 13-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |EI Claim(s) 1, 9, 13-35 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 1 1 February 2000 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1, 9, 13-35 of U. S. Patent 09/502,133 are in front of the office for 
consideration and remain pending. Claims 2-8, 10-12 are canceled. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 1, 9, 13-35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Helson (The inventor's PhD thesis - of record) in view of Benecke et al. 
(Applicant's IDS) and the taking of official notice. 

5. Helson discloses: 

identifying, from a connection table for a chemical 



structure, an instance of chemical structural symmetry in the 
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chemical structure (pp, 145-149; fig. 4.5; chapter 4; fig. 3.5, 
pg. 221, fig. 4.9, fig. 5.4); 

wherein the instance of symmetry includes symmetrically 
equivalent atoms and bonds (page 246; fig. 4.5; chapter 4, fig. 
4.9, 5.4); 

positioning atoms and bonds in the chemical structure 
diagram pp. 145-149; page 246; fig. 4.5; chapter 3). 
Note page 203-21 1 (redrawing) 
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And (pg. 149) : 
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6. Note that the redraw algorithm calls the reposition algorithm . See page 145- 
146: 



In CAJftO, ?jD<; is divid<&d mta twfj iadeptadeiit processes. SD<3 proper, 
referred to as 'redfav nag," and pcsitior^tn^ ■■if thf reswItiQ^ molycuSeii. 
called 'repoaitmmftg." Bath fatdlitie^s SKjst as ^aaep&iid&nt packages of 
rijiatiaeiS tiiat^iiay W espied te ssr^e difterent cccasioasi tbey are ust rigidly 
fed to OTY partiewlar phase ef the progriim. }n faet. ..j^^|3^^^i^^^|^^^i^^<^gg^^^^^ ^^^ 
even require p-erception, aUhouph reds-a-Airg does, Ttie two exe«3tav& 



Application/Control Number: 09/502,133 
Art Unit: 2128 



Page 5 



routmes aj« EEDEAW for SBG proper, asd ana^EJ^^C fftt po^i^ooing. At 
pr«3fiat REDRAW, which always mvokes ana^esSPO at end, is sai^i 
from the fello wiag plaees: "^""Ir "* ji,^ ^ 
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A UrsiEed KepEJSiticuiiag^ Algcritfcio 

Aekcio wk:d|fefflifeat. .. . . . , „ ^ < , , , , , 

Hsferencea and Notes 

CIIAPTEE 4. D&TECTION OF S^l^IMETRY A^rD DUPLICATE 
PRODUCTS 

The need for SyrsMiietjry Periepti&n and Identical Su-»ctur6 

ItientsScafioa ..,„.,.. , . , 

Sysamestry , . 

IdeaticBi Products , 

Which S>'flatneii-}' is ftequired? 

Appr-c-aehes to Isofnorjihism aoti Automorfihiijm 

Approaches to homofphism 1"^.. ... 

Path-Growing yi.eyB Synamstry as wstl as 

Isomoq^ism 

Mot gaii Algoritl-iia , , 

Ajppi<iaadj.6s t& Sj^mmetFy ,,. ,., 

Pkeemfeiit iii CAMEO 

Gisais of Sjrejiaetry Percepticn in CA^rEO 

IiaplBro^ntstion Symmstr}.' Paj-cftptioa in CAMEO „... 



7. Helson does not appear to disclose 



laying out atoms/bonds to express the identified symmetry 



as previously argued by Applicants. 



8. Benecke et al. discloses laying out atoms/bonds to express the identified 



symmetry (pg. 145): 

Bnch of the atnictural isomers may exist In several 
ccn%w«sti0fi5 m sp^ct. MOLOEN"*' h capable of 
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Tlie coJistradtoa of itm simtOimmm h per- 

esismtnsd lot st*rec€i5e.{ii{ca1 pwpertks atj<l cam- 
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This Rietljod is based on unpr^jved by 01. Tdhh 
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which are sgam disaisj^ed iii f7|.». csain be fausd in 

9. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to so modify Helson in order to generate all configurations to facilitate 
chemical research. 

1 0. As for dependent claims, Benecke et al. discloses (pg. 45): 

Bach of ihe ^tmcnual JS^imer.^ m^f exist In %^mi 
con%t»ratiOfis m s|jtcc, MOLOEN^ is capable of 
j^<;n^rsilnL; a ll poastbk coafti?:Ltf;ttmna3 istimfirSj again 

The mtkn ^mmnfmahm h we uniquely de- 
fiJiett In ch&frjjstry; it shmild rhei?fof«s bs ^l&m 
v^hkh kijids of eff^cfs arc ttkm inio ^^cmnh 
m'^rliy -mi (0 chfmliiy of i<5tfijvak>rii ^toms, 

and dias^ftrftomtmm of aflenes ij^ciudlti^; ch/tmm^ 
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Official notice is tal<en tliat a sl<illed artisan would understand that there are a limited 
group of possible symmetries and would employ them as appropriate. Also, see 
(Helson) chapter 4 (examples of symmetry). 



Response to Arguments 

1 1 . Applicant's arguments, filed 7/24/2009, have been carefully considered and are 
not persuasive. 

12. Process claims 1 , 1 3-34 were analyzed under 35 USC 101. It is recognized that, 
in order to be statutory, a process claim must be 1 ) tied to a particular machine or 
apparatus, or 2) it transforms a particular article into a different state or thing. In re 
Bilski, 88 USPQ2d 1385 (2008). It is also recognized that a general purpose computer 
may be converted into a particular computer through the operation of software on the 
computer. In reAlappat, 31 USPQ2d 1545 (1994). Claims 1, 28 (and with dependent 
claims) recite in relevant part, 

"A computer-implemented method..." 

The process is therefore tied to a particular machine, and there are meaningful limits to 
the claims, thus meeting the Bilski test. There is no transformation of matter. Medium 
claims 9, 25 (and dependent claims) are also statutory. The claimed storage medium is 
defined in the specification (second full par., pg. 20) to only refer to tangible physical 
medium. 

13. Applicants argue (pg. 12): 
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^vi v5 >L l-K, ^ ' » 1. (.nt ^ U '( , : J d IV t t. Vli i 1 ^1 !^ t 

.^^sJef^itiws ^^t '^v^-5nc'~~c?.; ' 11?^ jtoti^* Sii^.' <.hv- tx? k.K'* ai-K^cx, Li-ri^: .-snjiitsj^ *o b\ 

M-JVjt,-iS ;h t t,lO \1U! I (■ \ y!i\S"vUS-' iv\i!i^!K-'\% 10 sJcklE .11^* 5J flit UX 'Xis! .Xin 

This constitutes a piecemeal analysis of the combination. The Benecke teaching was 
used to modify the Helson teaching, and must be viewed in that context. Regardless, 
Benecke also teaches (pg. 145): 

kt^m^f?; are calculated by thg spplics^tofl of spprep y^ 

whicli are agsm discus^od in f?|^ c^n be fausd in 

melhjfkycbbutaiie are displaye^l m exssmpiss* 
Note fig. 2. Whether this constitutes a 'structure diagram' or not is irrelevant. 
14. It is noted that removal of the 'redundancy' appears to be a natural by-product of 
identifying and expressing the symmetries, as claimed and as disclosed in the 
specification. Applicants are requested to explain their reasoning should they not agree. 
In any case. Applicants have not explained the nexus between 1) identifying the feature 
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and benefits of removing redundancy and 2) an alleged lack therefore of teaching the 
claimed invention. Regardless, the inventor ( Helson ) admits (pg. 13, arguments): 

\knxS.>.i ''h^ ^ '■I iVri 111: >i rr".tf\ ^ '' ; y*>r* ii>\rrd^Tt -t^a^f. 

i>, K y w \ V ■! ^ U I 4l .rfu^ -^1 f > t <. I p 1 I. s! t ]■-. 

t li ^^^fl > 1 (it i t : t r 'n n - r L t iF I .l^-j t, > = ^ - ^ 
5. '■■'ill; jr ^i^ T s,\]..v ^ v 

Helson is stating that consideration of symmetry in laying out atoms and bonds to 
generate a structure diagram was contemplated in 1999. 

1 5. It is requested that Applicants provide a specific reference to the location in the 
86 page Helson paper for the teaching regarding 'includes... symmetry as a 

' future' advance..". This is extremely material as well as relevant to prosecution of 
the application. 

16. Applicants argue (pg. 12): 

U t ' M t \ !;Lli ^ at) IsM i\ i I " s 4^- 4 I I ^ tl vs.^ ) , 4 <^ 
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The argument and patentable distinction is not clear. 
17. Claim 1 requires: 



It is noted that laying out the symmetrically equivalent atoms and bonds by itself means 

that the symmetries are expressed. 

18. Referring again to the argument on pg. 13: 

vl^vTll K .U s S f . f MOt } \ 1 ! < ^ 1 p h R f -J ^ t X ) t ( [) <. 

The gist of the argument constitutes speculation. Furthermore, the speculation is based 
upon the apparent opinion of Helson - tlie instant inventor. Furthermore, there is no 
basis for the conclusion. 
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1 9. Applicants are tlianl<ed for explaining the relevance of the identified documents 
on pp. 7-9. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Hugh Jones whose telephone number is (571 ) 272-3781 . The examiner 
can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamini Shah can be reached on (571) 272-2279. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. SInould you Inave questions on access to tine Private 
PAIR system, contact tine Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Hugh Jones/ 

Primary Examiner, Art Unit 2128 



